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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 30 April 2007 . 
2a)IEI This action is FINAL. 2b)D This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1^5 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) £3 Claim(s) 7J5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)E3 None of: 

1. KI Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This action is in response to the Amendment on 4/30/07. Applicant's arguments have 
been fully considered but were not found to be persuasive. 

2. Claims 1-5 are presented for examination. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-3 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Whitmarsh et al. (hereinafter Whitmarsh) (US 7,042,585 Bl). 

4. As to claim 1, Whitmarsh teaches a distributed document handling system for carrying 
out jobs, where jobs are carried out by services distributed over a network and where a job leads 
to a product, the system comprising: 

a pool of services, the services being distributed over a number of interconnected 
processing devices (col. 5, lines 1-9); 

specifying means for entering by a user a job specification comprising product 
specifications specifying the product to be delivered by the job and specifications specifying 
circumstantial constraints without effect on the product (wherein price is attribute), in 
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considering selection from the pool of services (col. 10, lines 9-21 and 59-65, col. 11, lines 22- 
39, col 5, lines 48-61); 

. determining means for determining a path of services, a path comprising at least two 
services ("Print services 18, as used herein, is defined to include printing services, finishing 
services, delivery services, and/or other print processing services", col. 3, lines 50-53), the 
services being selected from the pool of services, wherein the path is suitable to carry out the job 
in accordance with the product specifications, and wherein the determining means is operable to 
take into account circumstantial constraints for that job (paths are determined based on price and 
are sorted or ranked based on price) (col. 1 1, lines 31-39). 

user interface means for presenting the paths suitable to carry out the job (col. 4, lines 49- 
67, col. 5, lines 1-9, Fig. 2, items 24 and 46); 

user interface means for, after the paths have been presented, enabling modification of 
the job specification by the user (attributes are entered via user interface and can be changed 
dynamically) (col. 5, lines 48-61, col. 11, lines 14-39, see Fig. 1 and 3, item 26, and Figs. 4-5); 
and 

means for, upon modification of the job specification, involving the determination means 
again for determining a path of services, based on the modified job specification (col. 5, lines 48- 
61, col. 11, lines 14-39). 

5. As to claim 2, Whitmarsh teaches the distributed document handling system wherein: 

a circumstantial constraint defines a limit in an ordered range (col. 11, lines 23-24); the 
system also comprises: 
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means for ranking paths suitable to carry out the job in accordance with the ordered range 
of the circumstantial constraint (col. 11, lines 23-39); and 

user interface means for selection by the user of a desired job specification from a ranked 
list of job specifications based on the ranked paths (col. 10, lines 9-21 and 59-65, col. 11, lines 
22-39, col. 5, lines 48-61). 

6. As to claim 3, Whitmarsh teaches wherein the system also comprises user interface 
means for selection by the user of the circumstantial constraint to be used in the ranking of the 
paths (col. 11, lines 22-58). 

7. As to claim 5, Whitmarsh teaches wherein the processing devices are connected to each 
other by a local area network or the Internet (col. 3, lines 25-40). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Whitmarsh et 
al. (hereinafter Whitmarsh) (US 7,042,585 Bl) in view of Nakajima (US 2002/0107817 Al). 
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9. As to claim 4, Whitmarsh is silent in calculating the total price from the price attributes 
of services included in a determined path. However, Nakajima teaches a network printing 
system that has a summing means that calculates the total charge/price for printing services, for 
example ([001 1]. Whitmarsh and Nakajima are analogous are because they are both in the same 
field of endeavor of network printing. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Whitmarsh' s network printing system to 
include the features of a summing means that calculates the total charge/price for printing 
services, as shown in Nakajima's network printing system. The suggestion/motivation for doing 
so would have been to efficiently determined how much the customer needs to be charged 
([0010]-[001 1]). Therefore, it would have been obvious to combine Whitmarsh with Nakajima 
to obtain the invention of claim 4. 



Response to A rguments 

10. During patent examination, the pending claims must be "given their broadest reasonable 
interpretation consistent with the specification." In re Hyatt, 21 1 F.3d 1367, 1372, 54 USPQ2d 
1664, 1667 (Fed. Cir. 2000). Applicant always has the opportunity to amend the claims during 
prosecution, and broad interpretation by the examiner reduces the possibility that the claim, once 
issued, will be interpreted more broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05, 
162 USPQ 541, 550-51 (CCPA 1969). 
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1L Applicant states that the Examiner *s rejection in view of the Whitmarsh reference is 
misstated because the rejection should be made under 102(e) and not 102(b). 

• In response, the Examiner is confused about this statement. The Examiner's rejection 
was based on 102(e), not 102(b) (See Office Action on 1 1/28/06, Paragraph #6) 

12. Applicant argues on pages 8-12 of the Remarks that Whitmarsh teaches that the print 
provider 16 only has a service, namely (i print services 18", while the amended claims illustrate 
the path comprising at least two services. 

In response, the Examiner respectfully disagrees. Whitmarsh literally states "Print 
services 18, as used herein, is defined to include printing services, finishing services, delivery 
services, and/or other print processing services" (see col. 3, lines 50-53). Printing services, 
finishing services, delivery services, and/or other print processing services are clearly at least 
two services, and therefore, the print provider 16 provides print services 18, which are clearly at 
least two services. 

13. In response to applicant's argument, on pages 10-11 of the Remarks, that the references 
fail to show certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., "a path will be determined by combing services in a sequence that will 
fulfill the requirements of the user as good as possible" and the conversion service example 
given by the Applicant) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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14. Applicant argues that there is no disclosure in Whitmarsh of a user interface means that 
enables modifications of the job specification of the user. 

In response, Whitmarsh teaches a print provider interface 26 that enables modifications 
of the job specification of the user (see Fig. 1 and 3, item 26, and Figs. 4-5, col. 5, lines 48-61, 
col. 11, lines 14-39). 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth Tang whose telephone number is (571) 272-3772. The 
examiner can normally be reached on 8:30AM - 6:00PM, Every other Friday off 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Meng-Ai An can be reached on (571) 272-3756. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Kt 

8/14/07 




